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Perjod f<) ; Repy /LWG DATB ° ftMS COmmUn ' Cati0n appears on the cover sneet with ft* correspondence address ■■ ' 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ( ' 

■ a^SS lnnoevent. ho weve r , mayare p, ybe ti me , yfi ,ed 

Status 

1 )K Responsive to communication(s) filed on 21 February 2003 
2a)Q This action is FINAL. 2b)|g| This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935CD 11 453 OG 213 
Disposition of Claims 

4) [3 Claim(s) 55-74 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 55-74 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9)D The specification is objected to by the Examiner 

1 0)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a) 

1 1 )□ The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 ■□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staae 

application from the International Bureau (PCT Rule 1 7 2(a)) 
See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) ° The trans| at'°n of the foreign language provisional application has been received 

1 5) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 



1) £3 Notice of References Cited (PTO-892) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 
3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 
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Part of Paper No. 13 
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DETAILED ACTION 



1 . Applicant's election without traverse of Group XI in Paper No. 1 2 i: 
acknowledged. 



2. This application contains sequence disclosures that are encompassed by the 
definitions for nucleotide and/or amino acid sequences set forth in 37 CFR 1 .821 (a)1 
and (a)2. However, this application fails to comply with the requirements of 37 CFR 
1 .821 through 1 .825 for the reason(s) set forth below: 

For example on pages 51-54, nucleic acid sequences are cited without citinq 
their corresponding SEQ ID NOs thus failing to comply with sequence rules as 
summarized above. 



This is a non-compliance with the sequence rules due to a lack of a submitted 
computer readable sequence listing. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 

! ♦?)!?!!? K^r 8 '"!' ° r With Which " is most nearly connecte d. to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 55-74 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 



application was filed, had possession of the claimed invention. 
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Claim 55 discloses a compound having a structure where in section (II) (A) it is 
stated that R'4 is selected from a highly electronegative radical. An electronegative 
radical draws the electron pair closer to it, and a polar covalent bond results. 
Electronegativity increases across a row of the periodic table from left to right. For 
example from C to F. Therefore F is the most electronegative and C is the least 
electronegative. 

The instant specification describes that the R'4 can be selected from alkyl, 
aralkyl, aryl or substituted alkyl, substituted aralkyl, or substituted aryl. See for example 
page 9 compound 47 where R1 is viewed to be R'4. There is no disclosure in the 
instant specification of R'4 (or any other position in the ribose ring) being a highly 
electronegative group or being CF3 group or N02 group. There is no disclosure of 
such moieties directly attached to said position. Same problem of claim 69. 

Additionally, in claim 55, section (I) (A) and (B), it is stated that R'1 and R'3 are 
selected from CN, N3, N02, CF3, there is no disclosure of such limitations in the 
specification for said R'1 or for any other position in the ribose ring. Further in the same 
section it is stated that R is selected from lower alkyl, aralkyl and aryl. The specification 
on page 9, for example compound 48, shows that R is alkyl (lines 28-29). There is no 
disclosure of R bemg selected from aryl or aralkyl. 

Claim 64 and^3 recite in lines 3-4 that R' and R" are independently selected 
from the group consisting of lower alkyl, aralkyl and aryl. However, the specification 
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only discloses that such groups are only alkyl. There is no disclosure of R' and R" being 
aralkyl or aryl for the COOR' and CONR'R" moieties. 

Same problemfor cl aim 68 w here the R' is shown in the specification to be only 
alkyl and not alkylcarbonyl for the SR' moiety. 

Therefore all these discussed limitations are viewed to be New Matters. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereofby the appjicant for_a patent. 

Claims 55-57 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Sabesan et al. (5,276,143). 

Sabesan et al. discloses a compound of formula (I) which is viewed to be 
identical to the instant compound (l)(A) where R'1 is an alkyl substituted with N3, R2 is 
H, R3 is OH see col. 2, summary of the invention. The reference provides nucleic acid 
chain which contain compounds of formula I. 

Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman 1 1 
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F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). ' 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonlv 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim 59 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1 of U.S. Patent No. 5,712,378. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the instant compound (l)(B) is viewed to be within the scope of the 
oligonucleotide of the patent. R'3 is identical to R1 of the patent where R'3 is a 
substituted alkyl, aralkyl, etc. X is identical to the X of the patent where X is O. 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jezia Riley whose telephone number is 703-305-6855. 
The examiner can normally be reached on 9:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 703-308-1 1 1 9. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-3014 
for regular communications and 703-308-4242 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. /<? 



March 31, 2003 




